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DETAILED ACTION 

Response to Amendment 

1 . Applicants' claims filed on February 15, 2010 have been entered. Claims 18, 23- 
24, 28, and 32 have been amended. No claims have been added or cancelled. Claims 
18-19, 21-24, 26-29, and 31-34 are still pending in this application, with claims 18, 23, 
and 28 being independent. 

Response to Arguments 

2. Applicant's arguments with respect to claim 1 8-1 9, 21 -24, 26-29, and 31 -34 have 
been considered but are moot in view of the new ground(s) of rejection. 

Examiner agrees with Applicant's arguments that Sylvain does not anticipate the 
newly submitted claims. However, they are obvious in view of Sylvain. The rejection 
(below) addresses the arguments raised by applicant. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 

forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 18-19, 21-24, 26-29, and 31-34 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Sylvain (US 7,366,183). 
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Regarding claims 18, 21, 23, 26 and 28-29, Sylvain discloses a method for 
automatically discovering a shared multimedia service capability when initiating a voice 
call between two parties, one of the user's equipment, which belongs to a calling party 
being capable of running simultaneously both a circuit switched voice call in a CS 
network, and a packet switched IP session supported by a PS network, and at least one 
second user equipment, belonging to a called party, which multimedia capability may be 
unknown to the calling party and for discovering matching multimedia capability of the 
two user equipments when initiating a voice call over the circuit switched network to the 
other user equipment (col. 1, line 50 - col. 2, line 12; col. 4, lines 15-39; col. 3, lines 49- 
59), the method comprising the steps of: 

receiving from means in the CS network simultaneously a capability request for 
the two user equipments to the PS network supporting the SMM service (col. 2, line 57 
-col. 3, line 2); 

analyzing the capability request by means in the PS network (col. 4, lines 52-67); 
and responding simultaneously to the user equipments information regarding matching 
multimedia capability (col. 3, lines 11-15), if at least one matching service is found, 
wherein the receiving, analyzing and responding steps are performed by a SIP 
Application Server for Shared Multimedia Services (col. 5, lines 25-30 - SIP Server). 

Furthermore, Sylvain discloses an embodiment where the multimedia and 
telephony functions are combined into one user equipment (fig. 5, el. 34 - single 
multifunctional device; col. 9, 36-49), which terminate in a wireless communication 
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network. Sylvain does not explicitly disclose where both user equipments which 
terminates in a wireless communications network. 

However, it would have been obvious to a person of ordinary skill in the art at the 
time of the invention was made to modify Sylvain with teaching of using a single 
wireless devices used by both parties (caller and callee), so that both parties can realize 
the advantages of a compact and portable device while maintaining the core functions. 

Note: It has been held that forming in one piece of an article which has formally 
been formed In two pieces and put together involves only routine skill in the art. Howard 
V. Detroit Stove Works, 150 U.S. 164 (1893). 

Regarding claims 19 and 24, Sylvain discloses the step of registering the 
supported SMM Capabilities of the user equipment SMM Capabilities in a SIP 
registration procedure towards an IMS element of the user equipment's home PS 
network at user equipment power on (col. 4, lines 55-67; col. 5, lines 6-22). 

Regarding claims 22, 27, and 31, Sylvain discloses wherein the generation of 
capability requests by the means in the CS network is based on IN technology or Parlay 
technology (fig. 1 , element 18; col. 3, lines 34-36 - SS7 signaling therefore IN 
technology). 

Regarding claims 32-34, Sylvain discloses a computer program product 
comprising computer executable software stored on a computer readable medium, the 
software being adapted to run on a computer or other processing means (see fig. 6, el. 

42; also see fig 7). 
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Conclusion 

5. Applicant's amendment necessitated tlie new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to NAFIZ E. HOQUE whose telephone number is 
(571 )270-181 1 . The examiner can normally be reached on M-F Alternate Fridays Off 
7:30 - 5:00 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ahmad Matar can be reached on 571-272-7488. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding tine status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/NAFIZ E HOQUE/ 
Examiner, Art Unit 2614 



/Ahmad F Matar/ 

Supervisory Patent Examiner, Art Unit 2614 



